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DETAILED ACTION 

This Non-Final office action is in response to tine application filed on December 9, 
2005, the response to the Restriction/Election requirement filed on February 26, 2008, 
the amendments filed on October 8, 2008, and the Request for Continued Examination 
filed on May 1 , 2009. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed In this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 1 , 
2009 has been entered. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-4, 6-11, and 13-17 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

A claimed process is eligible for patent protection under 35 U.S.C. § 101 if: 

"(1) it is tied to a particular machine or apparatus, or (2) it 
transforms a particular article into a different state or thing. 
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See Benson . 409 U.S. at 70 (Transformation and reduction 
of an article 'to a different state or thing' is the clue to the 
patentability of a process claim that does not include 
particular machines.'); Diehr . 450 U.S. at 192 (holding that 
use of mathematical formula in process 'transforming or 
reducing an article to a different state or thing' constitutes 
patent-eligible subject matter); see also Rook, 437 U.S. at 
589 n.9 ('An argument can be made [that the Supreme] 
Court has only recognized a process as within the statutory 
definition when it either was tied to a particular apparatus or 
operated to change materials to a 'different state or thing' '); 
Cochrane v. Deener . 94 U.S. 780, 788 (1876) ('A process 
is... an act, or a series of acts, performed upon the subject- 
matter to be transformed and reduced to a different state or 
thing.').^ A claimed process involving a fundamental 
principle that uses a particular machine or apparatus would 
not pre-empt uses of the principle that do not also use the 
specified machine or apparatus in the manner claimed. And 
a claimed process that transforms a particular article to a 
specified different state or thing by applying a fundamental 
principle would not pre-empt the use of the principle to 
transform any other article, to transform the same article but 
in a manner not covered by the claim, or to do anything other 
than transform the specified article." {In re Bilski, 88 
USPQ2d 1385, 1391 (Fed. Cir. 2008)) 



Claims 1-4, 6-1 1 , and 13-17 are not tied to a particular machine or apparatus nor 
do they transform a particular article into a different state or thing; therefore, claims 1-4, 
6-1 1 , and 1 3-1 7 are non-statutory under §101. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 



Application/Control Number: 1 0/524,1 1 1 Page 4 

Art Unit: 3692 

invention was made to a person liaving ordinary skill in tlie art to wliicli said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4, 6-11, 13-19, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Pat. No. 6,014,649 (Kobayashi et al. '649), In view of U.S. 
PGPb. No. 2002/0111886 (Chenevich et al. '886). 

Re Claim 1: Kobayashi et al. '649 disclose a method/system of electronically 
managing payment media capacity of a payment media handling apparatus, comprising: 
receiving a request for a payment media operation (Abstract); and wherein a request for 
a payment media operation is made by an entity including one of at least a till, a bank, a 
CIT operator and a supervisor (abstract; i.e. cash). Further, Kobayashi et al. '649 
disclose that the payment media pickup redirect action and the payment media deposit 
redirect action direct the operator to another cash handling apparatus to complete the 
payment media operation (column 5, line 32 - column 6, line 65). 

Kobayashi et al. '649 does not explicitly state automatically determining the 
possibility of performing the requested payment media operation by comparing 
information provided in the payment media operation request to information including 
determining the payment media in the payment media handling apparatus; and 
performing a payment media action based on a result obtained from the automatic 
determination of the possibility of performing the requested payment media operation 
(abstract), and wherein the payment media operation includes at least one of a payment 
media acceptance operation, a start fund operation, a payment media change 
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dispensing operation, a payment media advance operation and a bank deposit 
operation (abstract). It is considered to be old and well known in the art of automatic 
teller machines (ATMs) to verify if there are funds available in the account associated 
with the payment media (i.e. card) that is inserted into the machine, and that once that 
has been determined, to accept the operation, and to either provide the requested funds 
or to allow the deposit of funds into the account. Further, Kobayashi et al. '649 does not 
explicitly require that the step of performing a payment media action runs parallel to the 
performance of other payment media actions. However, Chenevich et al. '886 disclose 
a payment manager that may be part of a market place (i.e. being used by multiple 
people at the same time; paragraphs [0008 & 0041]). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
Kobayashi et al. '649, in view of the teachings of Chenevich et al. '886, for the basic 
reason of allowing more then one person to use the system at once, or for multiple 
media actions to be performed at once (Kobayashi et al. '649: column 34, lines 1-11). 

Re Claim 2: Kobayashi et al. '649 discloses the method/system substantially as 
claimed, as advanced above, including wherein the request for the payment media 
operation is automatically provided by a controller in response to instructions stored on 
a machine-readable storage medium (column 1 1 , line 42 - column 12, line 54). 
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Re Claim 3: Kobayashi et al. '649 disclose tine nnetliod/systenn substantially as 
claimed, as advanced above, including wherein the request for the payment media 
operation is provided by an operator (column 1 1 , line 42 - column 12, line 54). 

Re Claim 4: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, with the exception of requiring that the payment media 
handling apparatus manages the payment media operation for one or more retail stores 
having one or more payment media originating sources. However, Chenevich et al. 
'886 disclose a system that manages payment media operations that can occur in 
multiple places, i.e. for one or more retail stores, having one or more origination sources 
(paragraph [0061]). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Kobayashi et al. '649, in view of the 
teachings of Chenevich et al. '886, for the basic reason of providing a complete, linked 
system. 

Re Claim 6: Kobayashi et al. '649 disclose the method/system substantially as 

claimed, as advanced above, including that the step of determining the possibility of 
performing the requested payment media operation includes at least a determination of 
a payment media capacity of the payment media handling apparatus (abstract; column 
6, lines 38-46). 
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Re Claim 7: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, including that the determination of a payment media 
capacity of the payment media handling apparatus is performed using one of a physical 
measuring device and a payment media accounting technique (column 23, line 23 - 
column 24, line 10). 

Re Claim 8: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, including a payment media stack height measuring device 
(Figure 20). 

Re Claim 9: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, including wherein the payment media action further 

comprises at least one of the payment media operation, an annunciation action, and a 
payment media pickup request action, and a payment media delivery request action 
(abstract). 

Re Claim 10: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, with the exception of requiring that the annunciation 
action informs a supervisory entity in the retail store of the result obtained from the 
automatic determination of the possibility of performing the requested payment media 
operation. However, Kobayashi et al. '649 does disclose a clerk that monitors, 
"information necessary for close examination" as well as a display screen and a print 
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out. Therefore, it would have been obvious to one of ordinary sl<ill in the art at the time 
the invention was made for the system to include informing a supervisor (i.e. clerl<) of 
the result of the automatic determination of the possibility to perform the requested 
media operation, for the basic reason of alerting the clerk to any problems that may 
have or will occur. 

Re Claim 11: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, including that the payment media pickup request action 
and payment media delivery request action are provided to at least one of a banking 
entity or a cash-in-transit operator (column 1 , lines 5-9). 

Re Claim 13: Kobayashi et al. '649 disclose the method/system substantially as 

claimed, as advanced above, including that the step of automatically determining the 
possibility of performing the requested payment media operation is performed based on 
at least one of a group of rules stored in a lookup table, instructions provided for a retail 
store, and instructions provided by an entity other than a retail store, wherein a retail 
store includes one or more of at least a single store, multiple stores, one or more third 
party concession stands located within a single store and two or more stores located 
within a mall (column 5, line 32 - column 6, line 65). Chenevich et al. '2002 disclose 
that there are rules associated with a payment operation (in at least paragraphs [0008- 
001 1 , 0048, 0049, 0051]). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made that this device could be used in a retail 
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environment and witli a set of rules, in order to insure that there is a constant supply of 
money in the tills. 

Re Claim 14: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, with the exception of requiring that the group of rules 
includes a consideration of at least one of retailer type, retailer size, retailer location, the 
specific cash accepting device requesting the payment media action, time of day for the 
payment media action, calendar date for the payment media action, calendar date of 
national or local holidays, calendar date of scheduled festivities or organized events, 
and a retail store scheduled sales event. However, Kobayashi et al. '649 disclose that 
the payment media devices are monitored in real time, and therefore if it were a holiday, 
and more cash was needed at a quicker pace, then obviously the device would respond 
accordingly (column 5, line 32 - column 6, line 65). 

Re Claim 15: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, with the exception of requiring that the payment media 
activity information comprises electronic point of sale (EPOS) data, payment media 
refund amount information, frequency and size of cash refunds processed within a 
predetermined period of time, dispensed payment media information or received 
payment media information from an automatic teller machine located in a retail store, a 
value, type and denomination of payment media available to effect the particular 
payment media operation, and payment media pickup or delivery information scheduled 
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by a cash-in-transit operator. However, Kobayashi et al. '649 does disclose a clerk that 
monitors, "information necessary for close examination" as well as a display screen and 
a print out. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made for system to include the aforementioned information 
for the basic reason of tracking the amount of money going through the terminal. 

Re Claim 16: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, with the exception of requiring that the instructions 
provided by the entity other than a retail store are provided to a retail store via a 
communication network. However, Chenevich et al. '886 discloses that all of the 
players involved in the payment media process are connected through a network (see 
Figure 2). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the Invention was made to modify Kobayashi et al. '649, In view of the teachings of 
Chenevich et al. '886, for the basic reason of insuring that all involved in the payment 
media process know what is going on. 

Re Claim 17: Kobayashi et al. '649 disclose the method/system substantially as 
claimed, as advanced above, Including that the step of performing the payment media 
action requires no additional input from the operator other than the request for the 
payment media operation (see Figure 21). 
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Re Claims 18, 19, and 24: Claims 18, 19, and 24 are substantially similar to the 
claims, as advanced above, and are therefore rejected using the same art, under the 
same rationale. Arguments to the contrary should include applicant's reasoning why 
they are not substantially similar, yet are similar enough as to not incur a restriction 
requirement. 

Response to Arguments 

Applicant's arguments filed May 1 , 2009 have been fully considered but they are 
not persuasive. 

Applicant's arguments that the references do not show either a payment media 
pickup redirect action or a payment media deposit redirect action, have been 
considered, however the examiner is of another opinion. Specifically, Kobayashi et al. 
'649 discloses: 

"The periodical replenishment/collection function allows the control section 4 to 
constantly manage the number of bills currently being stored in each ATM 1 , to 
periodically estimate the demanded number of bills in each ATM 1 on the basis 
of changes in the number of bills in each ATM 1 , and to control the bill 
replenishment/collection operation performed by the mobile cart 2 in accordance 
with the demanded number of bills such that the numbers of bills in the ATMs 1 
are balanced." (column 6, lines 38-46). 
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It can be clearly shown from this excerpt of Kobayashi et al. '649 that there is a deposit 
action and a redirect action, e.g. if an ATM is determined to have enough bills then it is 
directed or redirected to another ATM that is in need of bills, or has too many bills. 
Therefore, Kobayashi et al. '649 is considered to fully meet the aforementioned 
limitations of the claim, as advanced above. 

Conclusion 

Examiner has pointed out particular references contained in the prior arts of 
record in the body of this action for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant, in preparing the response, to 
consider fully the entire references as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior arts of disclosed 
by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kambiz Abdi whose telephone number is (571)272- 
6039. The examiner can normally be reached on M-F: 7-4. 



Application/Control Number: 1 0/524,1 1 1 Page 1 3 

Art Unit: 3692 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on (571) 272-6702. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retheval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Lindsay M. Maguire /Kambiz Abdi/ 

5/21/09 Supervisory Patent Examiner, 

/Lindsay M Maguire/ Art Unit 3692 

Examiner, Art Unit 3692 



